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1 . Initially the Examiner would like to note that, while there are various copending 
applications drawn to compositions having the -Si-CH 2 - linkage , the Examiner has opt- 
ed not to make any obviousness-type double patenting rejections. The instant claims 
are drawn to a process which could have been a resectable invention from claims 
drawn to a composition (since the compositions could have been used in a process 
different from that claimed). Note too that none of the compositions are identical to the 
one used in the claimed process. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 11-14, 17-21 and 24 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sakagami et al. 

Sakagami et al. teach a coating composition in which a silane compound and a 
silylated vinyl resin are used in admixture. See for instance Component (a) on column 
2, which meets the reactive diluent in claims 20 and 21 . Particular attention is drawn to 
the silylated vinyl resin as found on column 5, lines 45 to 50. Note that R 11 is a 1 to 4 
carbon atom alkylene group. See column 11 , lines 12 and on, which teach a coating 
process. 

Patentees specifically mention methylene as one of four selections. In view of 
this limited selection, the teachings in Sakagami et al. anticipate the composition used 
in the instant process. To this extent note the following excerpt from the MPEP: 
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In In re Schauman, 572 F.2d 31 2, 1 97 USPQ 5 (CCPA 1 978), claims to a specific 
compound were anticipated because the prior art taught a generic formula embracing a 
limited number of compounds closely related to each other in structure and the properties 
possessed by the compound class of the prior art was that disclosed for the claimed 
compound. The broad generic formula seemed to describe an infinite number of 
compounds but claim 1 was limited to a structure with only one variable substituent R. 
This substituent was limited to low alkyl radicals. One of ordinary skill in the art would at 
once envisage the subject matter within claim 1 of the reference. 

With regard to the pencil hardness on one hand, note that a chemical composi- 
tion and the properties associated therewith cannot be separated. Since patentees 
teach the same composition as found in the claims, it follows that the compositions will 
have having the same properties. On the other hand, note Table 1-1 which shows 
various examples falling within the claimed hardness range. While the vinyl polymer in 
these examples contains a propylene rather than a methylene group, one would expect 
the properties associated therewith to be comparable in view of the close chemical 
similarity and the fact that they are embraced by the same, (limited) genus. 

For claims 13 and 14, note that the structure on column 5, line 50, meets for 
formula (7). For claims 17 to 19, please see column 6, line 15 and on. 

5. Claims 1 1, 12, 17 to 19, 20, 22 and 24 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over WO 2000/ 
35981 , as interpreted by the English language equivalent Majolo et al.. 

Majolo et al. teach a silyl terminated polymer. As can be seen from the bottom of 
column 2 through column 3, this can be prepared from a polyurethane prepolymer that 
is subsequently reacted with a silane. Particular attention is directed to the silane on 
column 7, the end of line 12 through line 13. This meets the claimed -X-CH 2 -Si(OR) 3 
unit required in claim 1 1 . See also the description on the general formula (II) on the 
bottom of column 6, in which A can be CH 2 . Column 9 teaches polyesterpolyol polymers 
having terminal silyl groups. See the reactive silane on line 59 which also meets the 
required formula (6) in claim 11. Column 17, line 53, teaches using these polymers as 
surface coatings, meeting the claimed process limitation. Since patentees show 
specific examples of silanes that will result in the prepolymer of claim 1 1 this anticipates 
the claimed process. 
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Regarding pencil hardness, again note that products of identical chemical comp- 
osition can not have mutually exclusive properties. A composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the prop- 
erties applicants claim are necessarily present. If applicants are of the position that the 
prior art does not, in fact, possess the same properties as the claimed composition, the 
claimed composition should be amended to distinguish itself from the prior art. 

For claims 17 to 19, please see column 16, lines 20 to 25. For claim 20 please 
see column 14, line 12 which teaches the addition of silanes. For claim 22, please see 
column 13, lines 27 to 37. For claim 24, note that the silane compounds shown which 
result in (6) have ethoxy groups. 

6. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Majolo et al. 

Patentees do not specifically show a silane having a methylene bonded -NCO 
group. Column 9 provides the general teaching of such silanes and discloses that Y 
can be -NCO while A can be CH 2 . In this manner one having ordinary skill in the art 
would have found the use of such a silane in preparing the silyl functional polymers of 
Majolo et al. to have been obvious. 

7. Claim 23 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The prior art fails to teach or suggest such a coating composition having no 
solvent. Note that Sakagami et al. require an organic solvent and the composition of 
Majolo et al. is present as an aqueous dispersion. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57^272-1000. //U/ 
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